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Application Number 


10/004,033 1 


TRANSMITTAL 




Filing Date 


06/23/2003 


FORM 




First Named Inventor 


COSTANZO 


(\d oe used Far an corrsspo/itfence after initial filing) 


Art Unit 


3651 






Examiner Name 


DILLON, Joe. 


V Total Number or Pagsa in This Submission 
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Attorney Docket Number 
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Fee Transmittal Form 

Fee Attached 
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□ After Final 
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Certified Copy of Priority 
Documents) 

Response to Missing Parts/ 
Incomplete Application 

□ Response to Missing Parts 
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Llcensing-related Paper? 
Petition 
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Proprietary Information 
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Individual name 
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Date 
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I hereby certify that this correspondence Is being facsimile transmitted to the USPTQ or deposited with the United States Postal Service with 
sufficient postage as first class mail in an envelope addressed to: Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-7450 on 
the date shown heicw. 



Typed or printed name 



James T. Cronvich 



Signature 




3 (U. 



Date 
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gathering, preparing, and submitting lha completed application form to the USPTO. Time will vary depending upon 1h» inditfdual case. Any comments on Ihe 
amount oft/me you require to complete (no form and/or suggestions far roducing lhl3 burden, should be snntia the Chief Information Officer, U.S. Pafcnf and 
Trademark OfTtea, U.S. Department of Cammni-ee. P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS 
address, send TOi CqmrmssionBr for Patents, P.O. Box 1450, Alexandria, VA 22313-1450. 
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Lj Applicant claims small Entity status. See 37 CFR 1.27 
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2003 265 
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Fe i a . D « cr jptjon 

Utility tiling fee 
Design filing fee 
Ptem filing fee 
Reissue filing fee 
provisional filing fBe 
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Fee Paid 



2. EXTRA CLAIM FEES FOR UTILITY AND REISSUE 
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^ Ex tra Clalrn a hnlow Fee Paid 

Total Claims \ . ?f j™ - I I X 

Independent | 1 0 _ I 1 v 

Claims I 1 -3 = I 1 * 

Multiple Dependent 




Lame Entity 


Small Entity 


Fee Fee 
Cods (S) 


Fw Feft 
Code ($) 


1202 13 


2202 9 


1201 B6 


2201 43 


1203 390 


2203 145 


1204 86 


2204 43 


1205 ia 


2205 9 



Fee Description 

Claims in excess of 20 

Independent claims in excess of 3 

Multiple dependent claim, if not paid 

** Reissue independent claims 
over original patent 

** Reissue claims In excess of 20 
artd over original patent 



SUBTOTAL (2) 



(5) 
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FEE CALCULATION (continued) 
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1051 130 

1052 SO 

1053 130 
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1B05 1.840' 

1251 110 

1252 420 

1253 950 
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1403 290 
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1452 110 

1453 1,330 

1501 1,330 

1502 480 



1503 
1460 
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1805 
B021 
1609 



640 
130 

50 
190 

40 
770 



1810 770 



1601 

iao2 



770 
900 



Fee Fe« 
Code ($) 



Fee Description 



2051 65 Surcharge - late filing fsa or oath 

2052 25 Surcharge - late provisional filing fee or 

cover sheet 
1053 130 Non-English specification 
1B12 2,520 For filing a rGquesl for ex parte reexamination 

1804 920" Requesting publication of SIR prior to 
Examiner action 

1fl05 1,640* Requesting publication ot SIR after 
Examiner action 

2251 55 Extension for reply within flrat month 
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2254 740 Extension for reply within fourth month 
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2401 165 Notice of Appeal 
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2403 1 4S Requast for oral hearing 
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2452 55 Petition to revive - unavoidable 
2453 665 Petition to revive - unintentional 

2501 665 Utility issue fee (or reissue) 

2502 240 Design issue fee, 

2503 320 Plant issue fee 

1460 130 Petitions to the Commissioner 

1907 50 Processing fee under 37 CFR 1.17(q) 

1806 160 Submission of Information Disclosure Stmt 

6021 40 RecofC ""9 each Patent assignment per 
property (times number of properties) 

2809 385 Filing a submission after Anal rejection 
(37 CFR 1.123(a)) 

2610 385 For each additional invention to be 
examinad (37 CFR 1.129(b)) 

2B01 335 Request for Continued Examination (RCE) 

1 802 900 Request for expedrted examination 
of a design application 



Fee Saw 
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'Reduced by Basic Filing Fee Paid 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
In re the application of: 

MarkB. Costanzo DocketNo.: 2173.1 

Serial No.: 10/604,033 Examiner: DilJon, J. 

Filed: 06/23/2003 Group Ait Unit: 3651 

FOR: TILT CONVEYOR. 

PETITION UNDER 37 C.F.R. §1.1 SI TO HAVE THE APPLICATION CONVERTED FROM A 35 
IIS C §111 FILING TO A 35 U S C 5371 NATIONAL STAGE FILING 

Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Dear Sir: 

Applicant petitions tbat the filing receipt of this Application be corrected to indicate that it is a 
national stage application of PCT/US02/01144, filed 01/09/2002. 

On June 23 ? 2003, applicant's undersigned attorney filed this application, US Serial No. 
10/604,033, electronically through theUSPTO's ePAVE system. In filing the application, the 
attorney's intent was to file anational stage application under 35 U.S.C, §371. The attorney was also 
trying to use the electronic filing system as the USPTO encourages filers to use. The attorney was 
attempting to file US Serial No. 10/604,033 as a US national stage application of International 
Application No. PCT/US02/01144, filed 01/09/2002. This Mernational application, in turn, claimed 
the priority of earlier filed US Provisional Application No. 60/260 3 620, filed 01 /09/200L The attorney 
attempted to make this clear in the Continuity Data Section of the ePAVE filing system. The 
Application Data Sheet generated by ePAVE and attached for your reference clearly indicates: "This is 
a National Stage of GC application number PCT/US02/01 1 44, filed 2002-01 -09 " 

2173. repetition 1 
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On Nov. 7, 2003, the OIPE mailed the Filing Receipt of Serial No. 10/604,033 to applicants 
attorney. The filing receipt was accompanied by the attached Notice Regarding Benefit/Priority 
Claim(s). The Notice indicated that the "Prior-Filed Nonprovisional Application has been Improperly 
Indicated as a National Stage (35 U.S.C. §371) Application." Furthermore, the form paragraph reads: 
"Applicant submitted a benefit claim to a prior-filed nonprovisional application and improperly 
indicated that the prior filed application is a national stage application under 35 U.S.C. §371 . The 
office's records show that the pnor-filed application is an application filed under 35 U.S.C. §11 1(a)." 

On December 3 3 2003, applicant's attorney called the Office of Petitions to ask about this 
situation. The Office of Petitions directed applicant's attorney to the OIPE, which directed hirn to the 
eBusiness Center. The person at the eBusiness Center told applicant's attorney that §371 applications 
could be filed electronically, bat directed him to the PCT Help Desk The PCT Help Desk told 
applicant' s attorney that §37] applications cannot be electronically filed, although work was underway 
to allow that in the future. Because it was not ciear how best to have the correction made, on December 
1 1 7 2003, applicant filed a request with the OIPE similar to this petition. The request, which is attached 
(less duplicates of the documents referenced in the previous paragraphs of this petition) along with the 
fax auto-reply, requested that the OIPE correct the filing receipt to denote this application a filing under 
35 U.S.C. §371. Because applicant had not heard from OIPE regarding that filmg, applicant's attorney 
earlier today called the PCT Help Desk, explained the situation, and, following the PCT Help Desk's 
suggestion, is filing this petition. Applicant's attorney also spoke with the Examiner, Joseph Dilloru 
today about this matter. Examiner Dillon offered to take into account the two possible priority dates 
when conducting his search. 

2l73.I\petitiaii 2 
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Applicant coDtends that: 

1 . The statement in the Notice does not apply to titis filing because applicant rid got indicate mat the 
prior-filed application is a national stage appKcation Hie prior-filed application is not a national 
stage application, but an International Application (PCT/US02/01 144), not an application filed 
under 3 5 U. S . C . § 1 11 (a), as indicated in the Notice. 

2. It is clear on the face of the attached electronically-generated Application Data Sheet mat applicant 
intended tins to be anational stage application under 35 U.S.C. §371 entitled to the International 
filing date of 01/09/2002 and to the priority date of 01/09/2001 (Provisional Application No. 
60/260,620). 

Applicant therefore petitions that the filing receipt of this Application be corrected to indicate 
that it is a national stage application of PCT/US02/01 144, filed 01/09/2002, which claims the priority 
benefit of provisional Application No. 60/260,620, filed 01/09/2001. If the petition is not granted, 
applicants kindly requests a suggestion on how to remedy this situation. 

The petition fee is authorized to be charged to Deposit Account No. 12-0090. 



Date: 



Respectfully submitted, 
MarkB. Costanzo 




Jagfes-T. Cronvich 

Reg. No. 33163 

Laitram, L.L.C. 

220 Laitram Lane 

Harahan, Louisiana 70123 

Telephone: (504) 733-6739, ext 1243 

Facsimile: (504)734-5233 



2173.1\petition 
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US-Request 



APPLICATION DATA SHEET 



Electronic Version vl 4 
Stylesheet Version vl 4.0 



Title of 
Invention 



TILT CONVEYOR. 



Application Type: regular, utility 


Attorney Docket Number: 21 73.1 


Correspondence address: 




Customer Number: 


09748 *09748* 


Continuing Data: 




This is a National Stage of GC application number PCT/US02/01 1 44, filed 2002- 


01-09. 




CC application number PCT/US02/01 1 44, filed 2002-01-09 is a Non-Provisional 


of US application number 60/260,620, filed 2001 -01 -09. 


Inventor Information: 




Inventor 1 : 




Applicant Authority Type: 


Inventor 


Citizenship: 


US 


Name prefix: 


Mr. 


Given Name: 


Mark 


Middle Name: 


B. 


Family Name: 


Costanzo 


City of Residence: 


River Ridge 


State of Residence: 


LA 


Country of Residence: 


US 
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Address-1 of Mailing Address: 525 Florida Street 

Address-2 of Mailing Address: 

City of Mailing Address: River Ridge 

State of Mailing Address: LA 

Postal Code of Mailing Address: 701 23 

Country of Mailing Address: US 

Phone: 

Fax: 

E-mail: 



Attorney Information: 
practitioners) at Customer Number: 



09748 *09748* 

as my attorney(s) or agent(s) to prosecute the application identified above, and to 
transact all business in the United States Patent and Trademark Office connected 
therewith. 



Publication Information: 
Suggested Figure for Publication - 1 
Suggested Classification - 
Suggested Technology Center - 3600 
Total Number of Drawing Sheets - 4 



Assignee 1 : 

Organization Name: The Laitram Corporation 

Address~l of Mailing Address: 220 Laitram Lane 

Address-2 of Mailing Address: Legal Department 

City of Mailing Address: Harahan 

State of Mailing Address: LA 
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US-Request 



Postal Code of Mailing Address: 701 23 

Country of Mailing Address: US 

Phone: 504-733-6000 

Fax: 504-734-5233 

E _ mai |. jcronvic@laitram.com 



1 _ -/ 
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United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF CO&tMERCE 
United State* Futon* and Tradunuifk OCCivo 
Addrew: COMMISSIONER FOR PATENTS 
l»0, boat mu 

^c^ Allfal, Virjini 12SI3-W50 
V r-^Ticx^^v 



P APPLICATION NUMBER | FILING OR 37 1(c) DATE | FIRST NAMED APPLICANT \ ATTY. DOCKET NO /TITLE | 



10/604,033 



09748 

LAITRAM, L.L.C. 
LEGAL DEPARTMENT 
220 LAITRAM LANE 
HARAHAN, LA 70 J 23 



06/23/2003 



Marie B. Costanzo 



2173.1 



CONFIRMATION NO. 1032 

iBiiiiiiniiiiiiiiiu 

*OC0QQ00Q0 1 092650 1 * 



Date Mailed: 11/07/2003 



Notice Regarding Benefit/Priority CIaim(s) 



□ Improper Benefit Claim(s) to Prior-Filed Nonprovisional Application^) 

i 

The benefit claim(s) to prior-filed nonprovisionalapplication(s) is improper because there is no 
specific reference for each prior-filed application that includes: (1) the iderUtfi cation of the prior-filed 
application by application number, or international application number and international filing date, 
and (2) a clear indication the relation ship (i.e., continuation, divisional, or continuation-in-part) of the 
nonprovisional applications. For example, applicant should amend the specification to include a 
specific reference, such as "This application is a continuation of Application No. 10/ — , — filed. — in 
the first sentence of the specification following the title. 

Applicant should review each benefit claim submitted and, if appropriate, provide the proper reference 
to the prior-filed applications) as required by 37 CFR 1.78. A proper relationship includes an 
identification of each nonprovisional application as a continuation, divisional or continuation-in-part 
application of the immediate prior-filed nonprovisional application for which a benefit is claimed 
under 37 CFR 1.78 in order to establish copendency throughout the entire chain of prior-filed 
applications. The specific reference must be included in the domestic priority information section Of 
an application data sheet (37 CFR 1.76), or the specification must contain, or be amended to contain, 
such reference in the first sentence following the title. 

Timeliness; The required reference for each benefit claim must be filed during the pendency of the 
instant application and within the later of: (1) four months from the actual filing date of the instant 
application, or the national stage commencementidate if the instant application is a national stage 
application under 35 U-S.C. 371 ; or (2) sixteen months from the filing date of the prior-filed 
application, failure to timely file the required reference is considered a waiver of any benefit claim, 
unless a grantable petition to accept an unintentionally delayed claim under 37 CFR 1.78(a), the 
surcharge set forth in 37 CFR 1.17(t), and the required reference are filed. See 37 CFR 1.78(a). 

^ Improper Benefit Claim(s) to Prior-Filed Nonprovisional Application^) 

The benefit claim(s) to prior-filed provisional application(s) is improper because the instant 
application was not Hied within twelve (12) months from the filing date of the provisional application, 
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and there is no indication of an i ntermediate nonprovis i onal applica tion that is directly claiming the 
benefit of the provisional application and filed within 12 months of the filing date of the provisional 
application. For example, applicant should amend ; ;the specification to include a specific reference, 
such as This application is a continuation of Application No. 10/—,— filed — , which claims the 
benefit of U.S. Provisional Application No. 60/— filed—." in the first sentence of the specification 
following the title. 

Applicant should review each benefit claim submitted and, if appropriate, provide the proper reference 
to the prior-filed applications (including an indication of any intermediate nonprovisional application 
that is directly claiming the benefit of the provisional application and filed with 12 months of the 
filing date of the provisional application) as required by 37 CFR 1.78. The required reference must be 
included in the domestic priority information section of an application data sheet (37 CFR L76), or the 
specification must contain, or be amended to contain, such reference in the first sentence following the 
title. .; 

Timeliness: The required reference for each benefit claim must be filed during the pendency of the 
instant application and within the later of: (1) four months from the actual filing date of the instant 
application or the national stage commencement -date if the instant application is a national stage 
application under 35 U.S.C. 371; or (2) sixteen months from the filing date of the prior-filed 
application. Failure to timely file the required reference is considered a waiver of any benefit claim, 
unless a grantable petition to accept an unintentionally delayed claim under 37 CFR 1.78(a), the 
surcharge set forth in 37 CFR 1 . 1 7(t) ? and the required reference are filed during the pendency of the 

instant application. i 

I 

"i 

□ Improper Priority CIaim(s) to Prior-Filed Foreign Application^) 

■-I 

The instant application was not filed within twelve (12) months from the filing date of the prior-filed 
foreign application, and there is no benefit claim to an intermediate nonprovisional application filed 
within 12 months of the filing date of the foreign; application. Applicant should review each priority 
claim submitted and, if appropriate, provide the proper reference to any intermediate nonprovisional 
application filed within 12 months of the filing date of the foreign application in compliance with 37 
CFR 1.78, or delete the priority claim. The required reference to an intermediate nonprovisional 
application must be included in the domestic priority information section of an application data sheet 
(37 CFR L76), or the specification must contain, or be amended to contain, such reference hi the first 
sentence following the title. | 

,j 

Timeliness: The required reference for the benefit claim to an intermediate nonprovisional application 
must be filed during the pendency of the instant application and within the later of: (1) four months 
from the actual filing date of the instant application, or the national stage commencement date if the 
instant application is a national stage application jtmder 35 U.S.C. 371 ; or (2) sixteen months from the 
filing date of the prior-filed application. Failure to timely file the required reference is considered a 
waiver of any benefit claim, unless a grantable petition to accept an unintentionally delayed claim 
under 3 7 CFR 1 .78(a), the surcharge set forth in 37 CFR 1 . 1 7(t), and the required reference are filed. 

J 

□ Benefit Claims to More Than 400 Prior-Filed Applications 

i'; 

The Office's automated system to record and capture benefit claims is only capable of recording 
benefit claims for 400 prior-filed applications. Therefore, the Office is unable to generate a filing 
receipt containing benefit claims for more than 4Q0 prior-filed applications even though applicant is 
entitled to submit benefit claims for more than 40p prior-filed applications. Accordingly, applicant 
should not request a corrected filing receipt to include benefit claims for more than 400 prior-filed 
applications. ;: i 




Prior-Filed Nonprovisional Application has been Improperly Indicated as a National Stage (35 

»| 
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U.S.C. 371) Application 

Applicant submitted a benefit claim to a prior-filed nonprovisional application and improperly 
indicated that the prior-filed application is a national stage application under 35 U.S.C. 371. The 
Office's records show that the prior-filed application is an application filed under 35 U.S.C 1 1 1(a). 
The Office has entered the benefit claim to the prior-filed application as a benefit claim to an 
application filed under 35 U.S.C. 1 1 1(a), Any request for a corrected fiKng receipt to include the 
indication that the prior-filed application is a national stage application will not be granted unless 
applicant supplies evidence tiiat the prior application was in fact a national stage application. 
Accordingly, applicant should not submit such request without such evidence. Applicant should 
submit an amendment (or an application data sheet (ADS) if the benefit claim was submitted in an 
ADS) to delete the indication that the prior-filed, application is a national stage application. 

For more information and examples on benefit claims, please' see Claiming t he Benefit of a Prior-Filed 
Appl ication under 35 U.S.C. 1 19(d). 12 Q» 121. an d 365(c). 1268 Off. Gaz. Fat Of fice 89 (March 18, 2003), which 
is available on the USPTO website at http:// www.usp to.g OV/web/offices/ co m/sQl/og/2003 / week:l 1 Zp at bene.htm . 
and the Manual of Patent Examining Procedure (MPEP) §§ 20IJ 2 and 201 .14. 

' I 

PART 2 - COPY TO BE RETURNED WITH RESPONSE 



i 

i 



■ i 
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P. O- Box 50699, New Orleans, LA 70150, TLS.A. 
Phone; 504-733-6000 FAX: 504-734-5233 



CUM I HAM 



AUG 1 



5M( CENTER 

1 2004 



FACSIMILE COVER SHEET 




DATE: December 11, 2003 
TO: TJSPTO OD?E 



TIME: 



FROM: James T. Cronvich 
BY: James T. Cronvich 



YOUR KEF: 10/604,033 
OURREF: 2173.1 



FAX: 703-746-9195 



TOTAL # OF PAGES (INCLUDING THIS PAGE) : 10 



PLEASE LET US KNOW IF YOU HAVE NOT RECEIVED LEGIBLE COPIES OF ALL PAGES. 
MESSAGE: 



Certificate of Transmission under 37 CFR 1.8 

I hereby certify that this correspondence is being facsimile transmitted to the United States Patent and 
Trademark Office on December 11, 2003- 




nes T. CronvicU Reg. 33163 



Contents: 



Response to Notice regarding Benefit/Priority Claim (3 pages) 

Copy of Application Data Sheet (3 pages) : 

Copy of Notice Regarding Benefit/Priority Claim (3 pages) 



CONFIDENTIALITY NOTICE 

This facsimile Transmission (and/or the documents accompanying it) may contain confidential information belonging to the 
sender and protected by the attorney-client privilege. The information is intended only for the use of the individual or entity 
named above. If you are nor the intended recipient, you jare hereby notified that any disclosure, copying, distribution, or the 
taking of any action in reliance on the contents of this in formation is strictly prohibited. If you have received this transmission in 
error, please immediately notify us by telephone to arrange <for return of the documents. 



Subsidiaries: 

LAITRAM MACHINERY, INC INTRALOX, MC- 



LAPEYRE STAIR, L.L.C- LAITRAM MACHINE SHOP, INC. 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



CENTRAL^ CENTER 

AUG 1 1 2004 



In re the application of: 



MarkB. Costanzo 



Serial No-: 10/604,033 



Docket No/. 2173.1 



Examiner: 




Filed: 06/23/2003 



Group Art Unit: 



FOR: TILT CONVEYOR ; 

RESPONSE TO NOTICE REGARDING BENEFIT/PRIORITY CLAIM(S) 



Commissioner for Patents 

P.O. Box 1450 

Arlington, VA 22313-1450 

Dear Sir: 

Applicant requests that the filing receipt of this Application be corrected to indicate that it 
is a national stage application of PCT/US02/01 1 44, filed 01/09/2002. 

On June 23, 2003, applicant's undersigned attorney filed this application electronically 
through the USPTO's ePAVE system. In filing the application, the attorney's intent was to file a 
national stage application under 25 U.S.C. §371. The attorney was also trying to use the 
electronic filing system as the USPTO encourages filers to use. The attorney was attempting to 
file US Serial No. 10/604,033 as a US national stage application of International Application No. 
PCT/US02/01 144, filed 01/09/2002. This International application, in turn, claimed the priority 

i 

of earlier filed US Provisional Application No. 60/260,620, filed 01/09/2001. The attorney 
attempted to make this clear in the Continuity Data Section of the ePAVE filing system. The 
Application Data Sheet generated by ePAVE and attached for your reference clearly indicates: 
"This is a National Stage of GC application number PCT/US02/01 144, filed 2002-10-09." 

h:\2173.1\RESP NTC RE BHNEF-PR1 CLMS-dsw 1 
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i 

i 
i 

On Nov. 7, 2003, the OIPE mailed the Filing Receipt of Serial No. 10/604,033 to 
applicant's attorney. The filing receipt was accompanied by the attached Notice Regarding 
Benefit/Priority Claiin(s). The Notice indicated that the "Prior-Filed Nonprovisional Application 
has been Improperly Indicated as a National Stage (35 U.S.C. §371) Application " Furthermore, 

the form paragraph reads: "Applicant submitted a; benefit claim to a prior-filed nonprovisional 

i 
i 

application and improperly indicated that the prior filed application is a national stage application 
under 35 U.S.C. §371. The office's records showithat the prior-filed application is an application 
filed under 35 U.S.C. §11 1(a)." 

: i 

Applicant contends that: 
L The statement in the form does not apply to this filing because applicant did not indicate that 

the prior-filed application is a national stage application. The prior-filed application is not a 

'< i 

national stage application. The prior-filed application is not a national stage application, but 
an International Application (PCT/US02/01 144), not an application filed under 35 U.S.C. 
§1 11 (a), as indicated in the Notice. 

; t 

) 

2. It is clear on the face of the attached electronically-generated Application Data Sheet that 

■ j 

applicant intended this to be a national stage application under 35 U.S.C. §371 entitled to the 

I 

International filing date of 01/09/2002 and to! the priority date of 01/09/2001 (Provisional 
Application No. 60/260 7 620). ! 

i 

Applicant requests the OIPE to connect thk filing receipt to indicate this priority claim. 

s 

s:\2173.1\RESP NTC RE BENEF-PIU CLMS.doe ; 2 
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If there is a better way to have this filing corrected or if it would facilitate matters to 
discuss this with the undersigned by pbone, please call him at 504-733-6739, ext. 1243. 



Date: ^- 



By: 



Respectfully submitted, 
MarkB. Costarizo 




Jafofes T. Cronvich 
Reg. No. 33,163 
Laitraixi> LX.C. 
220 Laitram Lane 
Harahan, Louisiana 70123 
Telephone: (504) 733-6739, ext. 1243 
Facsimile: (504) 734-5233 



3 
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